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1 )□ Responsive to communication(s) filed on 
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Application Papers 

9) D The specification is objected to by the Examiner. 
1 0)Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some*c)D None of: 

1 •□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 1 7 2(a)) 9 

See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

D translation of the fore '9 n lan 9uage provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

Notice of References Cited (PTO-892) , . . ~ 

2) □ Notice of Draftsperson's Patent Drawi g Review (PTO-948) 5 H ST"! f^f™ 3) Paper No < s >' ■ 

l\ n infnrmofi™ n ^ * review {*> i u wv) 5) [_j Notjce of | nforTTia j p atent Application (PTO-152) 

3) Uinformabon Disclosure Statement(s) (PTO-1449) Paper No(s) . 6 ) □ Other: 11 


U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 


Office Action Summary 


Part of Paper No. 8 


Application/Control Number: 09/820,916 
Art Unit: 1714 


Page 2 


DETAILED ACTION 


Election/Restrictions 
1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 - 42 and 70-76, 95 and 96, drawn to a compostable and degradable 

polymer composition, classified in class 524, subclass 47. 
n. Claims 43-69, drawn to a method for producing a compostable composition, 
classified in class 523, subclass 1. 

III. Claims 77-89, drawn to a method for making a compostable sphere, classified in 
class 428, subclass 1+. 

IV. Claims 90-92, drawn to a compostable sphere, classified in class 428, subclassl+. 

V. Claims 93-94, drawn to a method of strengthening paper, classified in class 428, 
subclass 900+. 

The inventions are distinct, each from the other because of the following reasons: 
2. Inventions I or IV and II or III are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case the product as claimed be made by a materially different process, such as by 
combining components A, B and in a manner to yield up to 30 wt. % of polymer B and further 
incorporating a plasticizer. 


Application/Control Number: 09/820,916 Pa 3 

Art Unit: 1714 ^ 

3. Inventions IV and V are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the product as claimed can be used in a materially different 
process of using that product such as in formulating a fiber or filament. 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

5. Claim 1 is generic to a plurality of disclosed patentably distinct species comprising 
components A, B, C and D wherein A may be any of the polymers set forth at claim 4 and B 
may be any of the polymers set forth at claim 1, lines 4-12 Also wherein the crosslinking agent 
may be any of the components set forth at claim 32 and wherein component E may be any of the 
components set forth at claim 36. Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is required to elect an ultimate species for examination purposes 
including one component from each of components A, B and D. 
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6. A telephone call was not made to request an oral election to the above restriction 
requirement, due to the complexity of the art involved. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement is traversed (37 CFR 
1.143). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 703-308-2435. 
The examiner can normally be reached on Monday through Thursday 6:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 703-306-2777. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-2351. 

Kriellion A. Sanders 
Primary Examiner 
Art Unit 1714 
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